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DETAILED ACTION 
Status of the Application 

1 . Receipt is acknowledged of the Response, Amendment and Applicant's 
Arguments/Remarks, all filed 07/27/201 1 . 

2. Claims 1 and 3-8 are pending in this action. New claims 7-8 have been added. 
Claim 2 remains withdrawn. Claim 1 has been amended. Claims 1 and 3-8 are 
rejected. 

3. Applicant has overcome the 35 U.S.C. 112, first paragraph, enablement 
rejection, regarding the term "sugar in the form of a liquid," by virtue of the amendment 
to the claims. 

4. In light of applicant's amendments to claim 1 , this action is made final. 



Claim Rejections - 35 USC § 112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claim 3 recites the limitation "the sugar in the form of liquid". There is insufficient 
antecedent basis for this limitation in the claim. Appropriate correction is required. 
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Claim Rejections - 35 USC § 103 

7. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

8. Claims 1 and 4-8 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Ando et al. (U.S. 5,591,491). 

9. Regarding claim 1 , Ando et al. teaches a biodegradable molded article, that 
uses "a mixture in the form of a slurry obtained from mixing a soybean protein, sugar 
and water", where the mixture is subjected to electroconductive heating, (abstract) 
The biodegradable molded article can function similar to a plastic type mixture (column 
1 , lines 6-1 5). While the moldable plastic like mixture consists of soybean, sugar, and 
water, the biodegradable molded article can also include "wheat powder, etc., or 
materials including egg, dairy products, etc., and mixtures of the above" and starches 
such as wheat (column 6, lines 40-50). 

1 0. Ando et al. teaches an exemplary mixture which contains 40% soybean protein, 
20% sugar and 40% water by weight (tables 1 and 4). Together the sugar and water 
equal 60% by weight of the mixture. 

1 1 . Although Ando et al. teaches an exemplary mixture with 40% soybean protein , 
the examiner notes that changing the concentration of components in the mixture is well 
within the realm of one of ordinary skill in the art, and one would find it obvious to 
decrease the amount of soybean protein used. Ando et al. teaches that changing the 
ingredient concentrations alters the moldability, flexibility and structure of the product; 
thus one of ordinary skill in the art would find it obvious to change the concentration of 



Application/Control Number: 1 0/581 ,205 Page 4 

Art Unit: 1781 

ingredients in view of the properties of the final product desired, and in light of the 
teaching of Ando et al. For example, one of ordinary skill in the art would find it obvious 
that using more water and less soybean protein would create a product with more 
moisture content, and therefore alter the moldability, flexibility and structure of the 
product. A product with more water would (less soybean protein) be softer, while a 
product with less water (more soybean protein) would be harder. One of ordinary skill in 
the art would thus find it obvious to vary the concentration of components in order to 
affect the properties of the product. 

1 2. In addition, Ando et al. does not teach the hardness measurement of the plastic 
mixture. However, as described above regarding the concentration of ingredients, this 
affects the moldability, flexibility and structure of the product. Ando et al. teaches that 
such properties can be altered by one of ordinary skill in the art through changing the 
ingredient concentrations. Further, the examiner notes that the hardness value as 
measured by a rheometer is a result effective variable that depends on the 
concentration of ingredients used in the mixture. As Ando et al. teaches a concentration 
of ingredients that is similar to that as claimed by applicant, one would expect to obtain 
similar hardness value of the product. Also, one of ordinary skill in the art would be able 
to alter the concentration of ingredients in order to obtain the desired hardness value. 

1 3. Also, although Ando et al. does not teach a sugar solution, Ando et al. does 
teach sugar and water. Thus, the components of sugar, water, and soybean protein 
which are implied in the "sugar solution" and soybean protein composition, are taught 
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by Ando et al. In addition, since the mixture contains sugar and water, this would 
create a sugar solution, since sugar dissolves in water and this becomes a solution. 

1 4. Regarding claim 4, Ando et al. teaches a variety of dough mixture examples, 
where the mixtures can incorporate soybean protein and wheat dough as described 
above. Ando et al. teaches that the mixtures can incorporate other sources of protein 
(such as egg whites, table 5), and further provides examples of mixtures in which no 
protein is added. Thus, Ando shows that it is possible to vary the amount of protein 
source used in order to obtain desired properties of the dough composition. Ando 
appears to give sufficient direction for one to vary the amount of protein, and use other 
protein sources as well, depending on what is available, with a reasonable expectation 
of success. 

1 5. Also, since Ando et al. teaches that the properties (i.e. moldability, flexibility, 
structure, strength) of the composition are variables that can be modified by adjusting 
the amounts and types of the components used, thus the quantity of each ingredient to 
include would have been considered a result effective variable by one having ordinary 
skill in the art, at the time the invention was made. Accordingly, one of ordinary skill in 
the art at the time the invention was made would have the skill and knowledge to have 
optimized, by routine experimentation, the quantity of each ingredient in the mixture, to 
obtain the desired flavor profile. {In re Boesch, 617 F.2d. 272, 205 USPQ 215 (CCPA 
1980)), since it has been held that where the general conditions of the claim are 
disclosed in the prior art, discovering the optimum or workable ranges involves only 
routine skill in the art. {In re Aller, 1 05 USPQ 223). 
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1 6. Regarding claim 5, Ando et al. discloses that the mixture is heated, (abstract) 

1 7. Regarding claim 6, Ando et al. discloses that "Fats and oils, such as vegetable 
oils, animal fats, processed fats, and mixtures of the above" may be used, (column 7, 
lines 37-38) 

1 8. Regarding claim 7, Ando does not teach that the resulting plastic mixture is 
added to wheat flour 30 minutes to 1 hour after mixing the soybean protein with the 
sugar solution. 

1 9. However, Ando et al. does teach that when preparing the soybean protein, sugar 
and water mixture (mixture A), the materials are placed in a mixer where they are mixed 
and kneaded (column 4, lines 15-18). Ando et al. further teaches the importance of 
creating a uniform mixture (column 5, lines 64-67) which is clump free and homogenous 
(column 6, lines). Because Ando et al. teaches the homogeneous mixing of the 
soybean protein, sugar and water, the examiner takes the stance that one of ordinary 
skill in the art would find it obvious to mix the materials together for a time sufficient for 
homogenous mixing. As the applicant points out (specification, page 8, lines 14-20), the 
importance of allowing 30 minutes to 1 hour to pass is for the mixture to "firm up." The 
examiner takes the stance that this "firming up" occurs due to the homogeneous mixture 
of materials, which allows water absorption to occur from mixing the materials together. 
As Ando et al. teaches a uniform and homogenous mixture, one of ordinary skill in the 
art would expect that such a mixture is well mixed, and therefore a "firmness" of the 
mixture has occured. 
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20. Furthermore, one of ordinary skill in the art would find it obvious to mix the 
soybean protein sufficiently in order to obtain the desired firmness. One of ordinary skill 
in the art would be able to analyze the firmness of the product, and to mix the 
preliminary mixture sufficiently, in view of desired properties. 

Regarding claim 8, Ando et al. teaches that the molded product can be used for edible 
ice cream wafers. The examiner takes the stance that such a product is a baked 
confectionary. 

21 . Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ando 
et al. (U.S. 5,591,491) as evidenced by Alzamora et al. (Combined Preservation 
Technologies for Fruits and Vegetables). 

22. Ando et al. teaches the limitations of claim 1 as described above. 

23. Regarding claim 3, Ando et al. teaches an exemplary mixture which uses 20% 
sugar and 40% water, as described above. Thus, sugar and water make 60% of the 
total mixture, and the sugar comprises 33.3% (w/w) of the sugar-water (20/60 = 33.3%). 

24. Hereby used as evidentiary reference, Alzamora et al. teaches that a sugar 
solution such as a glucose solution of 33.3%(w/w) (i.e. 20g sugar in 60g solution as 
taught by Ando et al.) has a water activity value of approximately 0.95, and less with 
increasing solute content. 
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Response to Arguments 

25. Applicant's arguments filed 07/27/201 1 have been fully considered but they are 
not persuasive. 

26. Claim Rejections - 35 USC § 103(a) over Ando et al. (U.S. 5,591,491) in view 
of Naqao et al. (JP 2001-157545) . 

27. Applicant argued, 

" The presently claimed method relates to foods. On the other hand, Ando relates 
to molded articles. The technical field of Ando is thus very different from that of 
the present method." 

28. Applicant's arguments have been fully considered but were not found to be 
persuasive. Ando et al. teaches molded articles which are made of edible food 
ingredients, (abstract and whole document); thus the molded articles can be considered 
foods. For example, Ando et al. teaches using the moldable article for edible ice cream 
wafers (column 10, lines 8-9). 

29. 

30. Also, applicant argued: 

"In addition, in the present method, "plasticity" means such a physical 
property that a mixture has appropriate consistency and smooth texture, and can 
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be uniformly mixed with raw materials which are generally used in wheat dough 
raw materials (page 9, lines 7-15 of the specification). 

Ando describes molded articles. Molded articles have neither appropriate 
consistency nor smooth texture. And, molded articles cannot be uniformly mixed 
with wheat dough raw material. 

In addition, Ando uses the word "plastic" as "synthetic organic solids" as 
will be appreciated from the description of column 1, lines 9-17. Thus, Ando 
neither teach nor suggest "plastic mixture" of the present method." 

31 . Applicant's arguments have been fully considered but were not found to be 
persuasive. Regarding the description of column 1 , lines 9-17, Ando et al. describes 
plastics in general, not the molded articles of the invention. Instead, Ando et al. teaches 
a biodegradable molded materials, which can function similarly as, and as an alternative 
to, plastics. Ando et al. also teaches that the molded article is made of soybean protein, 
sugar and water, and can be mixed with wheat dough raw materials as described 
above. Thus, the examiner takes the stance that the molded article has appropriate 
consistency and smooth texture, and can be uniformly mixed with wheat dough raw 
material. 

32. Also, applicant argued: 

" To clarify this point, the hardness of the plastic mixture is defined in claim 
1. Both Ando and Nagao neither teach nor suggest 0. 1 cm2 to 49 cm2/0.785cm2 
of the hardness of the plastic mixture. Therefore, even if Ando and Nagao were 
combined, a skilled person in the art could not arrive at the present method. In 
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addition, it is important that plasticity of dough be stable at a stage of 
confectionery production (page 1, lines 23-24 of the specification). However, 
dough using soybean protein undergoes influence of strong water absorption 
properties of soybean protein, and hardness of the dough is increased with time, 
thereby deteriorating workability. Since it is difficult to reduce this change in 
plasticity of the dough, the amount of soybean protein to be used should be 
restricted, and there has been a demand to avoid this (page 2, lines 12-19 of the 
specification)..." 

33. Applicant's arguments have been fully considered but were not found to be 
persuasive. Although Ando et al. does not teach a hardness value of the plastic 
mixture, Ando et al. does teach that properties such as moldability, flexibility and 
structure of the product are affected by the concentration of ingredients used. As 
described above, the examiner notes that the hardness value is a result effective 
variable that depends on the concentration of ingredients used in the mixture. One of 
ordinary skill in the art would be able to vary the concentration of the soybean protein, 
sugar, and water, in order to obtain the desired hardness value. 

34. Further, As Ando et al. teaches a concentration of ingredients that is similar to 
that as claimed by applicant, one would expect to obtain a similar hardness value of the 
product. And, one of ordinary skill in the art would be able to vary the concentrations in 
order to affect the hardness value accordingly. 

35. Applicant also argued: 
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" Thus, it is an important point of the present invention to preliminarily prepare a 
plastic mixture of soybean protein with a sugar solution and then add the mixture 
to wheat flour. The rejection points out that Ando describes that the 
biodegradable molded article can also include wheat powder, etc. However, 
Ando does not disclose preliminarily preparing a plastic mixture of soybean 
protein with a sugar solution. In addition, Nagao only discloses preparing a 
mixture of powders. Therefore, both Ando and Nagao neither teach nor suggest 
preliminarily preparing a plastic mixture of soybean protein with a sugar solution. 
As above mentioned, the present claims are unobvious from Ando and Nagao." 
36. Applicant's arguments have been fully considered but were not found to be 
persuasive. Ando et al. teaches that the general, basic molded article of the invention is 
made of soybean protein, sugar, and water. Thus one of ordinary skill in the art would 
find it obvious to follow the teachings of Ando et al. and to first create a soybean protein 
and sugar solution mixture. Further, Ando et al. teaches that other materials, including 
wheat, can be used to prepare the molded articles, (column 6, lines 34-56) Thus, one 
of ordinary skill in the art would find it obvious to try to incorporate the further listed 
ingredients into the general mixture of soybean protein, sugar and water. In such a 
case, the soybean protein, sugar, and water are preliminarily prepared, and wheat is 
added. 
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Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .1 36(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JULIYA KRAVETS whose telephone number is 
(571)270-5681 . The examiner can normally be reached on M-F 9am-6pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Larry Tarazano can be reached on (571)272-1515. The fax phone number 
for the organization where this application or proceeding is assigned is 571 -273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-91 99 (IN USA OR CANADA) or 571 -272-1 000. 



ID. Lawrence Tarazano/ /J. K.I 

Supervisory Patent Examiner, Art Unit 1781 Examiner, Art Unit 1781 



